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Nice meeting you last week over the Valente leather/regenerated 
leather case— 

I have been bothered a little about the regenerated leather 
issue-and looked this moring at the MPEP —you probably well know 
the sections~but I downloaded these myself in case it was guide: I 
believe overall we may have enough of a definition. 

look forward to hearing from you. 

have a nice long weekend 

Thursday, August 28, 2003 1:15:38 PM 

Including this cover sheet 04 

Please notify us immediately if not received properly at (3 1 0) 586-7700. 

The information contained in this transmission is attorney privileged and confidential. It is intended only for the use of 
the individual or entity named above. If the reader of this message is not the intended recipient, you are hereby 
notified that any dissemination, distribution or copy of this communication is strictly prohibited. If you have received 
this communication in error, please notify us immediately by telephone collect and return the original message to us at 
the address below via the U.S. Postal Service. We will reimburse you for your postage. Thank you. 



2450 Colorado Ave, Suite 400 E, Santa Monica, CA 90404 Tel (3 10) 586-7700 Fax (310) 586-7800 
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2163.07 Amendments to Application Which Are Supported in 
the Original Description [R-l] 

Amendments to an application which are supported in the original description are 
NOT new matter. 

I. REPHRASING 

Mere rephrasing of a passage does not constitute new matter. Accordingly, a 
rewording of a passage where the same meaning remains intact is permissible. 
In re Anderson, 471 F.2d 1237, 176 USPQ 331 (CCPA 1973). The mere inclusion 
of dictionary or art recognized definitions known at the time of filing an 
application would not be considered new matter. If there are multiple definitions 
for a term and a definition is added to the application, it must be clear from the 
application as filed that applicant intended a particular definition, in order to 
avoid an issue of new matter and/or lack of written description. See, e.g., 
Schering Corp- v. Amgen, Inc., 222 F.3d 1347, 1352-53, 55 USPQ2d 1650, 1654 
(Fed. Or. 2000). In Schering, the original disclosure drawn to recombinant DNA 
molecules utilized the term "leukocyte interferon." Shortly after the filing date, a 
scientific committee abolished the term in favor of "IFN-(a), n since the latter 
term more specifically identified a particular polypeptide and since the committee 
found that leukocytes also produced other types of interferon. The court held 
that the subsequent amendment to the specification and claims substituting the 
term "IFN-(a) n for "leukocyte interferon" merely renamed the invention and did 
not constitute new matter. The claims were limited to cover only the interferon 
subtype coded for by the inventor's original deposits. 



2164.05(b) Specification Must Be Enabling to Persons Skilled in the Art 

The relative skill of those in the art refers to the skill of those in ttie art in 
relation to the subject matter to which the claimed invention pertains at the time 
the application was filed. Where different arts are involved in the invention, the 
specification is enabling if it enables persons skilled in each art to carry out the 
aspect of the invention applicable to their specialty. In re Naquin, 398 F.2d 863, 
866, 158 USPQ 317, 319 (CCPA 1968). 

When an invention, in its different aspects, involves distinct arts, the specification 
is enabling if it enables those skilled in each art, to carry out the aspect proper to 
their specialty. "If two distinct technologies are relevant to an invention, then the 
disclosure will be adequate if a person of ordinary skill in each of the two 
technologies could practice ttie invention from the disclosures." Tedinicon 
Instruments Corp. v. Alpkem Corp., 664 F. Supp. 1558, 1578, 2 USPQ2d 1729, 
1742 (D. Ore. 1986), affd in part, vacated in part, rev'd in part, 837 F. 2d 1097 
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(Fed. Or. 1987) (unpublished opinion), appeal after remand, 866 F. 2d 417, 

9 USPQ 2d 1540 (Fed. Or. 1989). In Ex parte Zechnall, 194 USPQ 461 (Bd. App. 

1973), the Board stated "appellants' disclosure must be held sufficient if it would 

enable a person skilled in the electronic computer art, in cooperation with a 

person skilled in the fuel injection art, to make and use appellants' invention." 

194 USPQ at 461. 
browse after 



2163.02 Standard for Determining Compliance With the 
Written Description Requirement 

The courts have described the essential question to be addressed in a description 
requirement issue in a variety of ways. An objective standard for determining 
compliance with the written description requirement is, "does the description 
clearly allow persons of ordinary skill in the art to recognize that he or she 
invented what is claimed." InreGosteli, 872 F.2d 1008, 1012, 10 USPQ2d 1614, 
1618 (Fed. Or. 1989). Under Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563- 
64, 19 USPQ2d 1111, 1117 (Fed. Or. 1991), to satisfy the written description 
requirement, an applicant must convey with reasonable clarity to those skilled in 
the art that, as of the filing date sought, he or she was in possession of the 
invention, and that the invention, in that context, is whatever is now claimed. 
The test for sufficiency of support in a parent application is whether the 
disclosure of the application relied upon "reasonably conveys to the artisan that 
the inventor had possession at that time of the later claimed subject matter." 
Ralston Purina Co. v. Far-Mar-Co., Inc., 772 F.2d 1570, 1575, 227 USPQ 177, 
179 (Fed. Or. 1985) (quoting InreKaslow, 707 F.2d 1366, 1375, 217 USPQ 
1089, 1096 (Fed. dr. 1983)). 

Whenever the issue arises, the fundamental factual inquiry is whettier the 
specification conveys with reasonable darity to those skilled in the art that, as of 
the filing date sought, applicant was in possession of the invention as now 
claimed. See, e.g., Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563-64, 19 
USPQ2d 1111, 1117 (Fed. Or. 1991). An applicant shows possession of the 
claimed invention by describing the claimed invention with all of its limitations 
using such descriptive means as words, structures, figures, diagrams, and 
formulas that fully set forth the claimed invention. Lockwood v. American 
Airlines, Inc., 107 F.3d 1565, 1572, 41 USPQ2d 1961, 1966 (Fed. Cir. 1997). 
Possession may be shown in a variety of ways Including description of an actual 
reduction to practice, or by showing that the invention was "ready for patenting" 
such as by the disclosure of drawings or structural chemical formulas that show 
that the invention was complete, or by describing distinguishing identifying 
characteristics sufficient to show that the applicant was in possession of the 
claimed invention. See, e.g., Pfaffv. Wells Bees., Inc., 525 U.S. 55, 68, 119 S.Ct 
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304, 312, 48 USPQ2d 1641, 1647 (1998); Regents of the University of California 
v. Eli Lilly, 119 F.3d 1559, 1568, 43 USPQ2d 1398, 1406 (Fed. Cir. 1997); 
Amgen, Inc. v. Chugai Pharmaceutical, 927 F.2d 1200, 1206, 18 USPQ2d 1016, 
1021 (Fed. Or. 1991) (one must define a compound by "whatever characteristics 
sufficiently distinguish it"). 

The subject matter of the claim need not be described literally (i.e., using the 
same terms or in haec verba) in order for the disclosure to satisfy the description 
requirement. If a claim is amended to include subject matter, limitations, or 
terminology not present in the application as filed, involving a departure from, 
addition to, or deletion from the disclosure of the application as filed, the 
examiner should conclude that the claimed subject matter is not described in 
that application. This conclusion will result in the rejection of the claims affected 
under 35 u.s.c.ii2, first paragraph - description requirement, or denial of the 
benefit of tine filing date of a previously filed application, as appropriate. 



2163.07(a) Inherent Function, Theory, or Advantage 

By disclosing in a patent application a device that inherently performs a function 
or has a property, operates according to a theory or has an advantage, a patent 
application necessarily discloses that function, theory or advantage, even though 
it says nothing explicit concerning it. The application may later be amended to 
recite the function, theory or advantage without introducing prohibited new 
matter. In re Reynolds, 443 F.2d 384, 170 USPQ 94 (CCPA 1971); In re Smythe, 
480 F. 2d 1376, 178 USPQ 279 (CCPA 1973). To establish inherency, the 
extrinsic evidence 'must make clear that the missing descriptive matter is 
necessarily present in the thing described in the reference, and that it would be 
so recognized by persons of ordinary skill. Inherency, however, may not be 
established by probabilities or possibilities. The mere fact that a certain thing 
may result from a given set of circumstances is not sufficient.'" In re Robertson, 
169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999) (citations 
omitted). 
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